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DETAILED ACTION 

1 . This action is in response to the response filed on February 7, 2007, 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
. making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-4 and 6-14 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. While figure 2 shows the cross section of the 
wireless type of component and figure 3 shows top view of the component, no relevant 
detail of the dissipative coating layer applied onto all connecting cables of ESD sensitive 
devices, as claimed in the base claim 1 , is either described in the specification or shown 
in the figure. It is unclear for a person of ordinary skill in the art to understand the 
structure of the dissipative coating layer applied onto all connecting cables of ESD 
devices. 

4. Claims 1-4 and 6-14 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to mal<e and/or use the 
invention. While figure 2 shows the cross section of the wireless type of component and 
figure 3 shows top view of the component, no relevant detail of the dissipative coating 
layer applied onto all connecting cable of ESD sensitive devices, as claimed in the base 
claim 1 , is either described in the specification or shown in the figure. It is unclear for a 
person of ordinary skill in the art the detail structure of the dissipative coating layer 
applied onto all connecting cables of ESD devices. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

6. Claims 1-4 and 6-14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. While the applicant has claimed "wherein said 
the dissipative coating layer applied onto all connecting cable of ESD sensitive devices" 
no relevant detail is either described in the description or the figure. It is unclear fpr a 
person of ordinary skill in the art to understand the claimed connection structure with the 
dissipative coating layer. This makes the scope indefinite. 

For the examination purpose, the examiner assumes the "connecting 
cable" as the traces or leads connecting various components. 
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Drawings 

7. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the detail of dissipative 
coating layer applied onto all connecting cables of ESD sensitive devices, as claimed in 
the base claim 1 , must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled ias "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-4 and 6-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Unruh (US Patent No. 5,350.594). 

Regarding claim 1, Unruh in figure 2 discloses an electrostatic discharge device 
(ESD) safe wireless type of component comprising: a base (10), an electrically 
conductive copper trace (traces and pad on board 10 made of copper clad laminate, not 
shown in figure except pad 32) provided on said base (10), and an insulating layer (30) 

■ 

coated on said copper trace (see figure); wherein a dissipative coating layer (34) is 
applied on the top of said insulation layer (30), wherein said dissipative coating layer is 
applied onto all connecting leads / traces of ESD sensitive devices (connecting leads of 
the components including the ESD sensitive devices 12, traces/leads not shown). 

Regarding claim 2, Unruh further discloses the surface resistively of said 
dissipative coating layer ranges about lO'^e -10'^9 Q / □ (column 4, line 26-27, which is 
within the range recited, 10M -lO'^l 1 Q. 
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Regarding claim 3, Unruh further discloses a tliickness of dissipative coating in 
tine range between 5-100/ym (1.5 mil, about 38 //m, column 5, line 65, which is within 
the claimed range of 5-100 /ym). 

Regarding claim 4, Unruh further discloses exposed bonding pad area (32 and 
other bonding pad are exposed, column 4, line 13 - 35). 

Regarding claims 6 and 7, Unruh discloses all the features of the claimed 
invention, but does not explicitly disclose the dissipative coating layer is applied via 
lamination, as claimed in claim 6 or the dissipative coating layer is applied via 
sputtering, as claimed in claim 7, However, how the dissipative layer is applied is a 
process limitation in a product claim. Such a process limitation defines the claimed 
invention over the prior art only to the degree that it defines the product itself. A process 
limitation cannot serve to patentably distinguish the product over the prior art, in the 
case that the product is same as, or obvious over, the prior art. See Product-by-Process 
in MPEP 21 13 and 2173.05(p) and In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Unruh discloses the structure. Therefore, Unruh meets the limitations of claim 6 and 7. 

Regarding claim 8, Unruh further discloses the dissipative coating layer includes 
polymer (column 5, line 60-65). 



Application/Control Number: 10/087,706 Page 7 

Art Unit: 2841 

Regarding claim 9, Unruh further discloses tlie said wireless type of 
components is configured to reduce a static charge from 1000 V to below 10 V (as pad 
32 is connected to ground, it will reduce the voltage below 10 V depending upon the 
ground potential, which may be close to zero). 

10. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Unruh as applied to claim 1 above, and further in view of Dodsworth (US Patent No. 
6,459,043) and Anderson (US Patent No. 6.687,097). 

Regarding claims 10-14, Unruh discloses all the features of the claimed 
invention as applied to claim 1 above, but does not disclose the ESD sensitive devices 
include a component of a disk drive, as claimed In claim 10, or a magnetic data storage, 
as claimed in claim 1 1 , or a slider, as claimed in claim 12, or a pre-amp, as claimed in 
claim 13 or a micro-actuator, as claimed in claim 14. However, all the components as 
claimed are known in the art and it would have been obvious to a person of ordinary 
skill in the art at the time of applicant's invention to provide the known ESD protection 
device to protect those devices against electrostatic charge. As an example, Dodsworth 
(US Patent No. 6,459,043) in figure 2 discloses a flexible circuit with electrostatic 
damage limiting feature having all the leads (110, connecting various component) 
coated with polymeric material (150) to act as a electrostatic discharge dissipating layer 
to protect magneto resistive (MR) of a hard disk drive and further recites the resistance 
value in the range of 10M -10'^9 a (column 4, line 34-52). Anderson (US Patent No. 
6,687,097) in figure 3A discloses an electrostatic protection for magnetic heads with 
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pads and conductor (172/143, which are connecting various component) coated with a 
polymer-coating layer (180) acting as an electrostatic discharge dissipating layer. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to use the electrostatic discharge protection feature of 
Unruh to include a component of a disk drive, as claimed in claim 10, or a magnetic 
data storage, as claimed in claim 1 1 , or a slider, as claimed in claim 12, or a pre-amp, 
as claimed in claim 13 or a micro-actuator, as claimed in claim 14, as taught by 
Dodsworth, and Anderson in order to protect the devices from damage due to electro 
static charge. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 1, 4, 6. 7, and 9-14 are rejected under.35 U.S.C. 103(a) as being . 
unpatentable over Kawakami, Japanese Patent Publication No. 02-174289 in view of 
Dodsworth (US Patent No. 6,459,043) and Anderson (US Patent No. 6,687,097). 

Regarding claim 1, Kawakami et al., discloses an electrostatic discharge device 
(ESD) safe wireless type of component comprising: a base (1), an electrically 
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conductive copper trace (2, see figure) provided on said base (1), and an insulating 
layer (4) coated on copper trace (2); wherein a dissipative coating layer (5) is applied on 
the top of said insulation layer (4). 

Kawakami at al., does not explicitly disclose any cable connected to the board 
connecting other devices and dissipative coating layer applied onto all connecting leads 
/ traces of ESD sensitive devices. 

Dodsworth (US Patent No. 6,459,043) in figure 2 discloses a flexible circuit with 
electrostatic damage limiting feature having all the leads (110, connecting various 
component) coated with polymeric material (150) to act as a electrostatic discharge 
dissipating layer to protect magneto resistive (MR) of a hard disk drive and further 
recites the resistance value in the range of 10M -10'^9 Q (column 4, line 34-52). 

Anderson (US Patent No. 6,687,097) in figure 3A discloses an electrostatic 
protection for magnetic heads with pads and conductor (172/143, which are connecting 
various component) coated with a polymer coating layer (180) acting as an electrostatic 
discharge dissipating layer. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the board of Kawakami with the connecting 
cables of for input / out put signals of various devices, which are coated with dissipating 
layer, as taught by Dodsworth and Anderson in order to have the protection against 
static electricity generated during assembly or operation. 
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Regarding claim 4, the modified structure of Kawakami et al., furtlier discloses 
exposed bonding pad area (3). 

Regarding claims 6 and 7, the modified structure of Kawakami et al., discloses 
all the features of the claimed invention, but does not explicitly disclose the dissipative 
coating layer is applied via lamination, as claimed in claim 6 or the dissipative coating 
layer is applied via sputtering, as claimed in claim 7. However, how the dissipative layer 
is applied is a process limitation in a product claim. Such a process limitation defines 
the claimed invention over the prior art only to the degree that it defines the product 
itself. A process limitation cannot serve to patentably distinguish the product over the 
prior art, in the case that the product is same as, or obvious over, the prior art. See 
Product-by-Process in MPEP 21 13 and 2173.05(p) and In re Thorpe, 227 USPQ 964, 
966 (Fed. Cir. 1985). The modified board of Kawakami discloses the structure. 
Therefore, the modified structure of Kawakami meets the limitations of claim 6 and 7. 

Regarding claim 9, the modified structure of Kawakami discloses ail the 
features of the claimed invention, but does not disclose the said wireless type of 
components is configured to reduce a static charge from 1000 V to below 10 V. 

As applied to claim 1 above, Dodsworth, in figure 2, discloses a dissipating layer 
(150) for ESD protection of magneto resistive (MR) head and further recites that the 
tribocharge voltage can be minimized by connecting the dissipating layer (150) to a 
ground trace, which may reduced the voltage to even zero, (column 4, line 15-33). 
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A person of ordinary skill in the art at the time of applicant's invention would have 
configured the device to a desired safe voltage value. 

Further, it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optinrium or working ranges involves only 
routine skill in the art. In re Aller, 220 F.2d 454. 456. 105 USPQ 233. 235 (CCPA 1955). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to configure the modified structure of Kawakami to 
reduce a static charge from 1000 V to below 10 V, as taught by Dodsworth, in order to 
provide the desired electro static discharge protection to the device. 

Regarding claims 10-12, the modified structure of Kawakami further discloses 
all the features of the claimed invention, including the ESD sensitive devices include a 
component of a disk drive, as claimed in claim 10. and comprise a magnetic data 
storage, as recited in claim 1 1 and a slider as recited in claim 12 (see abstract of 
Dodsworth and Anderson, Anderson column 1, line 12-30, column 5, line 35-50). 

Regarding claims 13 and 14, the modified structure of Kawakami discloses all 
the features of the claimed invention, but does not disclose the ESD sensitive devices 
include a component a pre-amp, as claimed in claim 13 or a micro-actuator, as claimed 
in claim 14. However, both the components as claimed are known in the art and are part 
of hard disk drive system. It would have been obvious to a person of ordinary skill in the 
art at the time of applicant's invention to provide the known ESD protection device to 
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protect those devices against electrostatic charge as recited by Dodsworth and 
Anderson. Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time of applicant's invention to construe the ESD device of the modified structure 
of Kawakami et al., to include a pre-amp, as recited in claim 13 or a micro-actuator, as 
recited in claim 14, as taught by Dodsworth and Anderson, in order to protect the 
devices from damage due to electro static charge. 

1 3. Claim 2, 3 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
the modified structure of Kawakami as applied to claim 1 above, and further in view of 
Remington, US Patent No. 5,350,228. 

Regarding claim 2, the modified structure of Kawakami discloses all the 
features of the claimed invention as applied to claim 1 above, but does not explicitly 
disclose the surface resistively of said dissipative coating layer ranges about 10M - 
lO'^n Q/d. 

Remington, in figure 2, discloses an electrostatic discharge protective coating 
(electrostatic dissipative paint) with a thickness of 0.7 to 0.9 mils (17//m to 22 jjm 
column 4. line 65) and surface resistively of about IO'^-10'^IO ohm, (column 4. line 30- 
40) to haye protection against static electricity. 

Dodsworth as applied to claim 1 above recites the dissipative coating with 
resistance value in the range of 1 0M -1 0'^9 Q. 
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Further, it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
design choice. In re Leshin, 125 USPQ. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the dissipative coating of Kawakami et aL, 
with a surface resistivity ranges about 10M -lO'^l 1 Q / as taught by Remington and 
Dodsworth, in order to have desired protection from the static electricity. 

Regarding claim 3, the modified structure of Kawakami further discloses a 
thickness of dissipative coating in the range between 0.7 mils to 0.9 mils as recited in by 
Remington (1 7 /ym to 22 //m) as applied to claim 2 above, which is within the claimed 
range of 5-1 00 //m. 

Regarding claim 8, the modified structure of Kawakami further discloses the 
dissipative coating layer include a polymer (as recited by Remington, column 5, line 26- 
40, Dodsworth, column 3, line 49-52). 

Response to Arguments 

14. Applicant's arguments with respect to prior art rejection of claims have been 
considered but are moot in view of the new ground(s) of rejection. 

Further applicant's arguments with respect to 1 12 rejection and drawing rejection 
have been fully considered but they are not persuasive. 
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(a) Applicant argues (starting on page 4 of the response) about rejection of 
claims 1 to 4 and 14 under 35 USC 112, first paragraph (lack of description) that the 
original claim 5 provides an adequate written description of subject matter claim. 

This is not found persuasive. 

Though, the original claim is considered as a part of the specification, the original 
claims 5 merely recites "wherein said dissipative coating layer is applied to all 
connecting cables of ESD sensitive devices", no were the detail structure of the 
"cable" and how it is connected to the ESD safe wireless type of component is 
described. (Further, the applicant in response to drawing objection argues that a 
detailed showing of the dissipative coating layer applied onto all connecting 
cables Is not essential for a proper understanding of the invention). 

(b) Applicant argues (startjng on page 4 of the response) about rejection of 
claims 1 to 4 and 14 under 35 USC 112, first paragraph (enablement) that the 
dissipative coating layer is described with sufficient detail and recites the dissipative 
layer coating as described on page 3, line 8-11) of the substitute specification. 

This is not found to be persuasive. 

The description as referred is showing the detail of the component with the 
dissipative layer, but nowhere the detail structure of the "cable connection" as recited 

It 

in claim is shown. In fact the applicant is not showing or pin pointing as to what is 
considered as a "cable". 

(c) Applicant argues (starting on page 7 of the response) about rejection of 
claims 1 to 4 and 14 under 35 USC 112, second paragraph for failing to particularly 
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point out and distinctly claim the subject matter which applicant regards as the invention 
that when read in light of the specification, those skilled in the art would understand, 
with a reasonable degree of clarity and particularly, that the scope of the invention 
includes any all dissipative coating layers that might be applied onto the connecting 
cables of ESD sensitive device and connecting cables as well. 
This is not found to be persuasive. 

Though dissipative coating layer on the component is described, the dissipative 
coating on all the connecting cable in not described in detail to be able to be understood 
by a person of ordinary skill in the art is described. In fact not detail of the connecting 
"cable" or what the applicant is considering as "connecting cable" is shown except the 
"wherein said dissipative coating layer is applied to all connecting cables of ESD 
sensitive devices", as recited in the original claim 5. 

(d) Applicant argues (starting on page 8 of the response) about the objection to 
drawing that a detailed showing of the dissipative coating layer applied onto all 
connecting cables is not essential for a proper understanding of the invention for at least 
the reason explained above. That is details provided in the specification with respect to 
the dissipative coating layer are sufficient to establisli that those skilled in the art, upon 
reading the specification and examining figures would understand the scope of the 
invention, as will as, how to make and/or use the invention. 

This is not found persuasive. 

Nowhere in the drawing or in the description the applicant has shown or pin 
pointed as to what has been considered as the "cables". Figure 2 is a cross section 
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showing a detail of the structure with a base, a copper trace, an insulating layer and a 
dissipative layer. Figure 3 shown the top view but the structure of the "cable" has not 
been shown which is required for properly understanding the structure. No element on 
any of the drawing is identified as "cable." The drawings must show every feature of the 
invention specified in the claims. Therefore, the detail of dissipative coating layer 
applied onto all connecting cables of ESD sensitive devices, as claimed in the base 
claim 1 , must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ishwar (1. B.) Patel whose telephone number is (571 ) 

■ 

272 1933. The examiner can normally be reached on M-F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on (571) 272 1984. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

* 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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April 29. 2007 



Ishwar (I. B.) Pate! 
Primary Examiner 



